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Claims 1-7 stand rejected. Claims 8-27 are withdraw^ Claims 28- 32 are added Claims 1-7 and 28-32 
remain pending. 

Siq)pott for added Claims 28-32 is found in ihe specilleation and drawings as originally filed. For instances^ 
Claim 1 2 as cHiginally filed and the supporting drawings disclose a non^neumatic drive fhat translates and 
rotates die cutter. Claim 15 and the spedficatton and drawings support a claim directed to a piston. With 
respect to new Claim 31, Page 14 of the specification expMns that cuUer distal end advances to a second 
position distal of the distal end of the tissue receiving port 104c. Claim 32 recites a second mechanism for 
advandng ihs distal end of the cutter to a postion distal of the latoRl tissue receiving port (as disclosed in 
paragrq)h [0077] of page 1 4 of ihe specifi€:ation. No new matter is added. 

Restriction Requirement: 

Applicants confirm election of Claims 1-7 and adds Claims 28-31 which depend fiomthe elected claims. 

Claims 1-4 ai« i^ectod as anticipated by US Publication 2001/0007925 (EUtcbart et al.). It is respectfully 
urged that diis rejection is improper for at least die following reasons. 

First, with respect to Claim 1, it is respectfully urged that the Examiner has mdschamcterized Ritchart as 
showing a first mechanism [0055] for advancing a cutter to a position proximal of a lateral tissue receiving 
port, and a second medianism [0056]for advancing the cutter distal of the position proximal of the lat^al 
tissue receiving port. 

Referring to paragraph [0055] of Ritchart relied upon by the examiner, Ritchaxt c^qplains that in addition to 
rotation of the cutter 22* the cutter 22 may also be clriven to travel axially both distally and proximally . Then, 
refemAg to paragrqkh [0056] of Ritchart, to which the Examiner also refers^ Ritchart explains fiiat a pieicing 
mechanism fonctions to rapidly advance the entire needle assembfylS distally in order to locate the t^ of the 
pieicing needle 20 at the desired site. At paragraph [0052]^ Ritdiart explains that the needle asseoibly 18 
includes the onto: pierdng needle 20 and the inner cutter 22. Accordingly, it is respectfully urged that die 
piercing mechanism in paragraph [0056] of Ritchart does not si^port the Examine 's rejection. 

It is respectfully ui^ged that the piercing mechanism Ritchart describes in paiagr^h [0056] is not correctiy 
doaracterized by the Examiner as a second mechanism for advancing the cutter distal of the position proximal 
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of die lateral tissue receiving port This is because, if the entire needle assembly (both needle 20 and cutt^ 
22 of Ritchait) is advanced by the piercing mechanism, as described by Ritchait» then the Examiner cannot 
correctly conclude that this portion of Rilchart discloses that the cutter would be advanced distal of the 
position proximal of the latend tissue receiving port, as maintained by the Examiner. 

With respect to Claim 2, the Examiner states that the first mechanism employs a pressure diflFerential for 
advancing the cutter 22, and the Examiner refers to paragraphs [0060] and [0059]. However, Paragraph 0059 
of Ritchait discloses advancing and retracting the outer pierdng needle 20 by spring force, or alternatively 
solenoids, pneumatic cylinders. However, it is respectfully urged that the Examiner has not shown where 
Ritchart teaches or suggest that a pneumatic cylinder is used as a first mechanism to advance the cutter to a 
position proKimal of ilie lateral tissue receiving port 

Ritchart at paragraph [0060] discloses that a vacuum source is actuated to apply a vacuum as the cutter is 
retracted proximally. Ritchait explains that the vacuum provides a region of low pressure within the outer 
needle in the vicinity of the tissue receiving port 28 and through the vauum lumen 35, and that this fecilitates 
prolapse of the tissue into the piercing needle, (see last three sentences of paragraph [0060]) 

Accordingly, it is respectfully urged that the Examiner has misapplied Ritchart in rejecting Claims 2 and 3, 
and that Ritchart does not teach or suggest a first mechanism employing a pressure differential or pneumatics 
for advancing a cutteir to a position proximal of a lateral tissue receiving port 

With respect to Claim 4, the Examinier seems to maintain that the equivalent Second mechanism** is found in 
paiagr^h [0056] of Ritchart. M explained abov^ paragraph [0056] of Ritchart describes a piercing 
mechanism diat fimctions to advance the entire needle assembly 18 distally. Accordingly, it is respectfidly 
urged that this picarnng mechanism does not teach or suggest the subject matter of Claim 1, or the additional 
limitation in claim 4 that the second mechanism rotates and advances the cotter. 

With respect to Claim 4, the Examiner also refers to paragraph [0028] of Ritdbiart as disclosing a second 
mechanism tiiat rotates and advances the cutter. Paragraph [0028] of Ritchart is the desar^Uon of Figure 1 1 
and states that Figure 11 illustrates simultaneous rotation and distal advancanent of the cutt^ to cut off a 
tissue sample. However* itisreqiectMly urged that this description of Figure 11 in paragraq)h [0028] does 
not teach or suggest a first mechanism for advandng die cutter to a position proximal of the lateral tissue 
rocdving port, and a second mechanism for advancing the cutter distal of the position proximal of the lateral 
tissue receiving port» wherein tfie second mechanism rotates and advances the cutter. 



PA(£ Sffi' IKVD AT 3/8/2006 4:50:14 PM [Eastern Standard 



03/08/2006 WED 17:03 FAI 



@006/006 



103 Rejections! 

Claims 5-7 are rejected as obvious over Ritchart in view of US 6,638,235 (Miller et al.). This rejection is 
improper for Ifae £61iowing reasons. 

First, the rejection is improper for the reasons set foilh above with respect to Claim 1 and Ritchart. 

Second, it is respectftilly urged that the Examiner has not provided a prima fade case of obviousness. The 
Examiner is required to provide teaching or suggestion in Ifae prior art for combining the references in the 
manner suggested by the Examiner. In the ofi&oc action of December 8, 2005, it is rcq>octfully urged that the 
Examiner has not provided such motivation in the prior art, but instead merely states: 

'It would have be obvious to one having ordinary skfll in the art at the time the invention was made 
in view of Millex ct al. to advance the first mechanism at a faster rate than the second mechanism 
with Ritchart et al. in order to provide a cleaner and better-controlled cut of the biopsy tissue." 

It is respectfully mged that the Examiner has not provided motivation in tiic pricxr art for modi^dng Ritchart 
by the selected teadiing of Miller et al*> but has mexely provided a statement as to why one in the art ndght 
try such a cooibination. II is respectfiilly urged that the case law has rejected such an ''obvious to tzy" 
standaid with respect to rejections under 35 USC 103, and that according to MPEP Section 2143.01, 
obviousness «iti only be established where the motivation for the combination or modification is found either 
in the re&reuces themselves or tn the knowledge generally available to one of ofdinaiy skill in the art. 

Conchision: 

The Examiner is respectfully requested to reconsider and allow the pending claims. Hie Examiner is 
respectfiiUy asked to call the undersigned if the Examiner wcnald like to discuss any of the above Ronaiics. 

Respectfully submitted, 

/GerrvGressel/ 

Geny Qressel,re^34,342 

March 8, 2006 

Johnson & Johnson 

One Johnson & Johnson Plaza 

New Bnmswick, NJ 08933-7003 

(513) 337-3535 
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